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DETAILED ACTION 
Priority 

1 . A foreign priority is claimed. 

Information Disclosure Statement 

2. An initialed and dated copy of applicant's IDS form 1449, Paper No. 6, is attached to the 
instant Office action. 

Drawings 

3. The drawings are objected to by the Draftsperson as informal for the reasons indicated on 
Form PTO 948. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 1 and 5 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a vector comprising a desired gene and the cytokinin 
signal transduction gene CKIl as a selectable marker gene, does not reasonably provide 
enablement for a vector comprising a desired gene, and a plant hormone signal transduction gene 
as a selectable marker gene. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention 
commensurate in scope with these claims. 

6. The claims are drawn to a vector comprising a desired gene, and a plant hormone signal 
transduction gene as a selectable marker gene. 
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7. In the instant disclosure, applicants teach only how to make and use pIPTPCKI-4, a 
vector comprising a desired gene and the cytokinin signal transduction gene CKIl as a selectable 
marker gene (pages 27-33 Example 1, and Figure 6). Applicants do not teach any examples of 
how to make and use other vectors comprising other plant hormone signal transduction genes as 
selectable marker genes. 

8. Claims 1-3 and 9 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a vector comprising a desired gene and a selectable 
marker gene that is the cytokinin signal transduction gene CKIl located within a removable 
DNA element that is derived from the yeast site-specific recombination system pSRl, does not 
reasonably provide enablement for a vector comprising a desired gene, and a selectable marker 
gene that is a plant hormone signal transduction gene located within a removable DNA element. 
The specification does not enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention commensurate in scope with these 
claims. 

9. The claims are drawn to a vector comprising a desired gene, and a selectable marker gene 
that is a plant hormone signal transduction gene located within a removable DNA element. 

1 0. In the instant disclosure, applicants teach only how to make and use pMATCK-1 , a 
vector comprising a desired gene and a selectable marker gene that is the cytokinin signal 
transduction gene CKIl located within a removable DNA element that is derived from the yeast 
site-specific recombination system pSRl (pages 37-42 Example 3, and Figure 14). Applicants do 
not teach any examples of how to make and use other vectors comprising other plant hormone 




Application/Control Number: 09/477,730 Page 4 

Art Unit: 1638 

signal transduction genes as selectable marker genes located within other types of removable 
DNA elements. 

11. Claims 1, 4, and 7-8 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a vector comprising a desired gene, and the plant 
hormone synthesis gene ipt together with the plant cytokinin signal transduction gene CKIl as 
selectable marker genes, does not reasonably provide enablement for a vector comprising a 
desired gene, and a plant hormone synthesis gene together with a plant hormone signal 
transduction gene as a selectable marker gene. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and/or 
use the invention commensurate in scope with these claims. 

12. The claims are drawn to a vector comprising a desired gene, and a plant hormone 
synthesis gene together with a plant hormone signal transduction gene as a selectable marker 
gene. 

13. In the instant disclosure, applicants teach only how to make and use pIPCK-1, a vector 
comprising a desired gene, and the plant hormone synthesis gene ipt together with the plant 
cytokinin signal transduction gene CKIl as selectable marker genes (pages 33-35 Example 2, and 
Figure 8). Applicants do not teach any examples of how to make and use other vectors 
comprising other plant hormone signal transduction genes as selectable marker genes and other 
plant hormone synthesis genes as selectable marker genes. 

14. Guidance for making and using the claimed invention is necessary for enablement 
because the choice of an appropriate selectable marker gene for selecting transgenic plant cells 
can vary between plant species and plant cell types. Walden et al. teach that different plant 
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species and plant cell types may require the use of different selectable markers and selection 
agents for the selection of transformed plant cells (1990, Eur. J. Biochem., Vol. 192, pages 563- 
576, see paragraph sparming pages 563-564). 

15. Because the choice of an appropriate selectable marker gene for selecting transgenic plant 
cells can be unpredictable, the use of the claimed vectors may also be unpredictable. The claimed 
invention is not enabled by the specification in the absence of further guidance or example. 

16. Given the unpredictability of using selectable marker genes to select transgenic plant 
cells, the absence of guidance in the specification for using the claimed vectors, the lack of 
working examples, and given the breadth of the claims which encompass plant transformation 
vectors comprising any plant hormone signal transduction gene as a selectable marker gene, any 
plant hormone synthesis gene as a selectable marker gene, and any removable DNA element, it 
would require undue experimentation by one skilled in the art to make and/or use the claimed 
invention. 

17. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1 8. Claims 1-5, 7, and 9, and claims 6 and 8 dependent thereon, are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

1 9. Regarding claims 1 , 4, and 5, the phrase "plant hormone signal transduction gene" 
renders the claims indefinite because it is unclear what constitutes a plant hormone signal 
transduction gene. 
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20. Regarding claims 2, 3, and 9, the phrase "removable DNA element" renders the claims 
indefinite because it is unclear what constitutes a removable DNA element. 

21 . Regarding claims 4 and 7, the phrase "plant hormone synthesis gene" renders the claims 
indefinite because it is unclear what constitutes a plant hormone synthesis gene. 

22. Regarding claim 5, the phrase "cytokinin signal transduction gene" renders the claim 
indefinite because it is unclear what constitutes a cytokinin signal transduction gene. 

23. Regarding claim 7, the phrase "cytokinin synthesis gene" renders the claim indefinite 
because it is unclear what constitutes a cytokinin synthesis gene. 

24. Regarding claim 9, the phrase "site-specific recombination system" renders the claim 
indefinite because it is unclear what constitutes a site-specific recombination system. 

Claim Rejections - 35 USC §102 

25. The following is a quotafion of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

26. Claims 1, 5, and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by Kakimoto 
et al. (8 November 1996, Science, Vol. 274, pages 982-985, Applicant's IDS). 

27. The claims are drawn to a vector for introducing a gene into a plant, said vector 
comprising a desired gene and a plant hormone signal transduction gene as a selectable marker 
gene, wherein said plant hormone signal transduction gene is a cytokinin signal transduction 
gene that is the CKIl gene derived from Arabidopsis thaliana. 
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28. Kakimoto et al. teach a vector for introducing a gene into a plant, said vector comprising 
a desired gene and a plant hormone signal transduction gene as a selectable marker gene, 
wherein said plant hormone signal transduction gene is a cytokinin signal transduction gene that 
is the CKIl gene derived from Arabidopsis thaliana (page 983, column 1, second full 
paragraph). 

29. Accordingly, claims 1 , 5, and 6 are anticipated by Kakimoto et al. 

Claim Rejections - 35 USC §103 

30. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3 1 . Claims 1 -9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over European 
Patent No. 0 716 147 (12 June 1996, Applicant's IDS) in view of Kakimoto et al. (8 November 
1996, Science, Vol. 274, pages 982-985, AppHcant's IDS). 

32. The claims are drawn to a vector comprising a desired gene, and a plant hormone signal 
transduction gene as a selectable marker gene. The claims are also drawn to a vector comprising 
a desired gene, and a selectable marker gene that is a plant hormone signal transduction gene 
located within a removable DNA element. In addition, the claims are drawn to a vector 
comprising a desired gene, and a plant hormone synthesis gene together with a plant hormone 
signal transduction gene as a selectable marker gene. 

3 3 . European Patent No. 0 7 1 6 1 47 teaches a vector comprising a desired gene, and a 
selectable marker gene that is the plant hormone synthesis gene ipt located within a removable 
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DNA element that is derived from the yeast site-specific recombination system pSRl (pages 14- 
16 Example 5, and page 42 Figure 20). 

34. European Patent No. 0 716 147 does not teach a vector comprising a plant hormone 
signal transduction gene, alone or together with a plant hormone synthesis gene, as a selectable 
marker gene. 

35. Kakimoto et al. teach a vector comprising a desired gene and a plant hormone signal 
transduction gene as a selectable marker gene, wherein said plant hormone signal transduction 
gene is a cytokinin signal transduction gene that is the CKll gene derived from Arabidopsis 
thaliana (page 983, column 1, second full paragraph). 

36. Given the success of European Patent No. 0 716 147 in using a removable DNA element 
in a plant transformation vector to enable the removal of a cytokinin synthesis gene selectable 
marker from transgenic plants, and given the success of Kakimoto et al. in using a cytokinin 
signal transduction gene as a selectable marker gene in plants, it would have been prima facie 
obvious to one skilled in the art at the time the invention was made to use the cytokinin signal 
transduction gene selectable marker taught Kakimoto et al. in a vector such as that taught by 
European Patent No. 0 716 147, for the purpose of selecting transgenic plants and subsequently 
producing selectable marker-free transgenic plants, without any surprising or unexpected results. 
In addition, it would have been obvious to combine a plant hormone synthesis gene and a 
cognate plant hormone signal transduction gene as selectable markers because plant hormones 
and their cognate transducers are known work synergistically. 

37. Accordingly, one skilled in the art would have been motivated to generate the claimed 
invention with a reasonable expectation of success. Thus, the claimed invention would have been 
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prima facie obvious as a whole to one of ordinary skill in the art at the time the invention was 
made, especially in the absence of evidence to the contrary. 

38. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,965,791 (12 October 1999) in view of Kakimoto et al. (8 November 1996, Science, Vol. 
274, pages 982-985, Applicant's IDS). 

39. The claims are drawn to a vector comprising a desired gene, and a plant hormone signal 
transduction gene as a selectable marker gene. The claims are also drawn to a vector comprising 
a desired gene, and a selectable marker gene that is a plant hormone signal transduction gene 
located within a removable DNA element. In addition, the claims are drawn to a vector 
comprising a desired gene, and a plant hormone synthesis gene together with a plant hormone 
signal transduction gene as a selectable marker gene. 

40. U.S. Patent No. 5,965,791 teaches a vector comprising a desired gene, and a selectable 
marker gene that is the plant hormone synthesis gene ipt located within a removable DNA 
element that is derived from the yeast site-specific recombination system pSRl (column 19 line 
66 through column 24 line 17, and Figure 20). 

41. U.S. Patent No. 5,965,791 does not teach a vector comprising a plant hormone signal 
transduction gene, alone or together with a plant hormone synthesis gene, as a selectable marker 
gene. 

42. Given the success of U.S. Patent No. 5,965,791 in using a removable DNA element in a 
plant transformation vector to enable the removal of a cytokinin synthesis gene selectable marker 
from transgenic plants, and given the success of Kakimoto et al. in using a cytokinin signal 
transduction gene as a selectable marker gene in plants, it would have been prima facie obvious 
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to one skilled in the art at the time the invention was made to use the cytokinin signal 
transduction gene selectable marker taught Kakimoto et al. in a vector such as that taught by U.S. 
Patent No. 5,965,791, for the purpose of selecting transgenic plants and subsequently producing 
selectable marker-free transgenic plants, without any surprising or unexpected results. In 
addition, it would have been obvious to combine a plant hormone synthesis gene and a cognate 
plant hormone signal transduction gene as selectable markers because plant hormones and their 
cognate transducers are known work synergistically. 

43. Accordingly, one skilled in the art would have been motivated to generate the claimed 
invention with a reasonable expectation of success. Thus, the claimed invention would have been 
prima facie obvious as a whole to one of ordinary skill in the art at the time the invention was 
made, especially in the absence of evidence to the contrary. 

44. The applied reference U.S. Patent No. 5,965,791 has a common inventor with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it constitutes prior 
art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not an invention "by another"; (2) a 
showing of a date of invention for the claimed subject matter of the application which 
corresponds to subject matter disclosed but not claimed in the reference, prior to the effective 
U.S. filing date of the reference under 37 CFR 1 . 1 3 1 ; or (3) an oath or declaration under 37 CFR 
1.130 stating that the application and reference are currently owned by the same party and that 
the inventor named in the application is the prior inventor under 35 U.S.C. 104, together with a 
terminal disclaimer in accordance with 37 CFR 1.321(c). For applications filed on or after 
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November 29, 1999, this rejection might also be overcome by showing that the subject matter of 
the reference and the claimed invention were, at the time the invention was made, owned by the 
same person or subject to an obligation of assignment to the same person. See MPEP § 
706.02(1)(1) and § 706.02(1)(2). 

Double Patenting 

45. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

46. Claims 1-9 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1, 2, 4, 5, 6, and 7 of U.S. Patent No. 5,965,791 in 
view of Kakimoto et al. (8 November 1996, Science, Vol. 274, pages 982-985, Applicant's IDS). 

47. The claims are drawn to a vector comprising a desired gene, and a plant hormone signal 
transduction gene as a selectable marker gene. The claims are also drawn to a vector comprising 
a desired gene, and a selectable marker gene that is a plant hormone signal transduction gene 
located within a removable DNA element. In addition, the claims are drawn to a vector 
comprising a desired gene, and a plant hormone synthesis gene together with a plant hormone 



signal transduction gene as a selectable marker gene. 
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48. U.S. Patent No. 5,965,791 teaches a vector comprising a desired gene, and a selectable 
marker gene that is the plant hormone synthesis gene ipt located within a removable DNA 
element that is derived from the yeast site-specific recombination system pSRl (column 19 line 
66 through column 24 line 17, and Figure 20). 

49. U.S. Patent No. 5,965,791 does not teach a vector comprising a plant hormone signal 
transduction gene, alone or together with a plant hormone synthesis gene, as a selectable marker 
gene. 

50. Kakimoto et al. teach a vector comprising a desired gene and a plant hormone signal 
transduction gene as a selectable marker gene, wherein said plant hormone signal transduction 
gene is a cytokinin signal transduction gene that is the CKll gene derived from Arabidopsis 
thaliana (page 983, column 1, second full paragraph) 

5 1 . Given the success of U.S. Patent No. 5,965,791 in using a removable DNA element in a 
plant transformation vector to enable the removal of a cytokinin synthesis gene selectable marker 
from transgenic plants, and given the success of Kakimoto et al. in using a cytokinin signal 
transduction gene as a selectable marker gene in plants, it would have been prima facie obvious 
to one skilled in the art at the time the invention was made to use the cytokinin signal 
transduction gene selectable marker taught Kakimoto et al. in a vector such as that taught by U.S. 
Patent No. 5,965,791, for the purpose of selecting transgenic plants and subsequently producing 
selectable marker-free transgenic plants, without any surprising or unexpected results. In 
addition, it would have been obvious to combine a plant hormone synthesis gene and a cognate 
plant hormone signal transduction gene as selectable markers because plant hormones and their 
cognate transducers are known work synergistically. 
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52. Accordingly, one skilled in the art would have been motivated to generate the claimed 
invention with a reasonable expectation of success. Thus, the claimed invention would have been 
prima facie obvious as a whole to one of ordinary skill in the art at the time the invention was 
made, especially in the absence of evidence to the contrary. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Collins whose telephone number is (703) 605-1210. 
The examiner can normally be reached on Monday-Friday 8:45 AM -5:15 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paula Hutzell can be reached on (703) 308-43 10. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-4242 for regular 
communications and 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



CC 

June 28, 2001 




